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DETAILED ACTION 

An amendment of 12/21/05 amended claims 1, 33, 116, 123 and 132, 
canceled claims 38, 120, 121 and 124, and added new claim 133. 

Claims examined on the merits are 1-37, 116-119, 122, 123, 125- 
130, 132 and 133, which are all claims in the application. 

The text of those sections of Title 35, U.S. Code not included in 
this action can be found in a prior Office action. 

Claim Objections 

Applicant is advised that should claims 33, 34 and 35 be found 
allowable, claims 116,, 118 and 119 will be objected to under 37 CFR 
1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they 
both cover the same thing, despite a slight difference in wording, it 
is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706. 03 (k). 

Claim Objections 

Claim 122 is objected to because of the following informalities: 
the claim is dependent on canceled claim 121. Appropriate correction 
is required. 

Claim Rejections - 35 USC § 112 

Claims 1-37, 126-130 and 132 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description 
requirement. The claim (s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey 
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to one skilled in the relevant art that the inventor (s) , at the time 
the application was filed, had possession of the claimed invention. 

Adequate support is not found in the specification for claim 1, 
beginning in line 6, reciting "the stamp exhibits convexity that does 
5 not result from a surface texture or pattern". The specification page 

4, beginning in line 9, recites "stamping surface exhibit 

convexity in at least one dimension not resulting from a surface 
texture or pattern". This supports only the stamp surface exhibiting 
convexity in at least one dimension not resulting from a surface 

10 texture or pattern. There is no basis in the specification for 

broadening the description to the stamp having convexity that is not 
convexity of the stamp surface and is not in at least one dimension. 

Support is not found in the specification for the stamp being "a 
structure having one opening" as recited in claim 132. The page and 

15 line where this recitation occurs in the specification should be 
pointed out. 

Response to Arguments 

Applicants refer to the specification as providing support. 
However, as can be seen by comparing the claim language with that used 
20 in the specification, the claims are not claiming an invention as 
recited in the specification. 

Claim Rejections - 35 USC § 112 
Claims 1-37, 116-130, 132 and 133 rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly 
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point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 and claims dependent thereon are confusing and unclear as 
to where the stamp exhibits the convexity in relation to the stamping 
5 surface that contacts the substrate. Claim 1 does not require a 

structural relationship between the stamping surface that contacts the 
substrate and the convexity exhibited by the stamp. The claim is 
unclear how the stamp surface contacts the substrate when the stamp 
exhibits convexity as claimed, and how modulating stamp dimensions 
10 functions in relation to the convexity of the stamp. 

Similarly in claim 133, it is unclear as to where the substrate 
surface exhibits convexity as claimed in relation to where the 
stamping surface contacts the substrate during modulating dimensions 
of the stamp. 

15 Claim 33 is unclear as to the relationship of the lumen to the 

convexity required in line 1. The claim is further unclear as to the 
part of the lumen that is the stamping surface, and how modulating to 
reduce cross-sectional dimensions of the lumen results in contact 
between a stamping surface and a substrate as required in claim 1. 

20 Claim 33 is further unclear as to structure that constitutes a portal 
providing communication between the lumen and exterior of the stamp. 

Claims 116 and 123 are unclear for the same type of reasons as 
claim 33 . 

Claims 126-130 and 132 are unclear as to how the stamp structure 
25 required by the claims will function in the method of claim 1 or 116. 
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It is uncertain as to the part of the structure that is the stamping 
surface, and the way in which this part will contact the substrate by 
modulating dimensions. 

Response to Arguments 

Applicants refer to structure described in the specification as 
making the claims definite. However, the specification cannot put 
structure in the claims that is not required in the claims to make 
clear and definite as to the invention claimed. The metes and bounds 
of the invention are set forth by the claims, and not by the 
specification. The claims per se must be definite without having to 
refer to the specification to know the stamp structure and stamp 
function required by the claims. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section 
made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior 
to the date of application for patent in the United States. 

Claims 1-7, 9, 30, 37, and 133 are rejected under 35 
U.S.C. 102(b) as being anticipated by Scantlebury (3,745,970) (newly 
applied) . 

The claims are drawn to a method of patterning a surface by 
providing a stamp having a stamping surface, disposing a substrate 
proximate to the stamping surface and modulating the dimensions of the 
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stamp to place the stamping surface in contact with the substrate, and 
the stamp before modulating exhibits convexity that does not result 
from a surface texture or pattern. 

Scantlebury discloses applying a pattern to an article by using 
5 air pressure to force a diaphragm containing an inked pattern against 
an article. As can be seen from figures 7-11, the diaphragm is convex 
before air pressure is applied and the article is also convex, and air 
pressure forcing the diaphragm against the article changes the 
dimensions of the diaphragm. 
10 The diaphragm of Scantlebury is a stamp, and the method of 

Scantlebury is the same as presently claimed. 

Claim Rejections - 35 USC §103 
Claims 10, 31, 32, 125-130 and 132 are rejected under 35 U.S.C. 
103 (a) as being unpatentable over Scantlebury in view of Whitesides et 
15 al (6, 180,239 Bl) . 

Claim 10 requires a self -assembled monolayer being transferred. 
Claims 31 and 32 require the substrate to have a coating and claims 
125-130 and 132 require the stamp to have various shapes. 
Scantlebury is described above. 
20 Whitesides et al disclose patterning a surface by using a stamp 

having different shapes (Figures 3a-16d) , and patterning can be by 
deforming a flexible planar stamp (col 11, lines 11-13) . A self- 
assembled monolayer can be transferred (col 23, lines 15-20). 

It would have been a matter of obvious choice depending on 
2 5 individual preference and convenience to provide the stamp of 
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Scantlebury with a preferred shape as disclosed by Whitesides et al in 
the absence of unexpected functioning of the stamp. Changing the 
shape of a stamp without changing its function would have been a 
matter of individual preference well within the ordinary skill of the 
5 art. Whitesides et al disclose (col 9, lines 35-50) deforming the 
stamp prior to stamping, and would have further suggested deforming 
the stamp prior to disposing the substrate. A self -assembled 
monolayer and coating the substrate is suggested by Whitesides et al . 

Claim Rejections - 35 USC § 103 

10 Claim 8 and 27-29 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Scantlebury in view of Kumar et al (5,512,131) and 
Whitesides et al. 

Claim 8 requires exposing the substrate to electromagnetic 
radiation through the stamp, and a portion of the stamp is opaque to 

15 the radiation. Claims 27-29 require removing the stamp and using a 
second stamp. 

Scantlebury and Whitesides et al are described above. 
Kumar et al disclose using electromagnetic radiation when 
stamping to put patterns on surfaces (col 3, line 63, col 4, lines 64- 
20 65, col 14, lines 33-37, col 16, line 27, col 18, lines 23-25 and col 
20, lines 34-35) to convert a species from one state to another. 
Further disclosed is the use of second stamp (col 3, lines 8-15) to 
provide a second species. 

It would have been obvious to pass electromagnetic radiation 
25 through the stamp of Scantlebury onto the substrate being stamped to 
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obtain the function of electromagnetic radiation as disclosed by Kumar 
et al to convert a species from one state to another. Having a 
portion of the stamp opaque would have been obvious to control the 
where the electromagnetic radiation contacts the substrate. 
5 It would have been further obvious to use in Scantlebury a second 
stamp as taught by Kumar et al to provide a second species on the 
substrate. Furthermore, the disclosure of Whitesides et al (col 9, 
lines 1-10) of contacting the stamp with a surface in a first 
orientation, removing the stamp, rotating the stamp and reapplication 

10 of the stamp to the surface to obtain a grid pattern would have 

further suggested removing the stamp and applying a second stamp when 
a grid pattern is desired. 

Claim Rejections - 35 VSC §103 
Claims 11-26 are rejected under 35 U.S.C. 103(a) as being 

15 unpatentable over Scantlebury in view of Anderson et al (6,645,432 
Bl) . 

Claims 11-26 require a channel and passing fluid through channels 
contained by the stamping surface. 

Anderson et al disclose stamping patterns on a surface using a 
2 0 stamp containing channels through which fluid is passed. For example, 
seed col 5, line 34 to col 6, line 16. 

It would have been obvious to provide the stamp of Scantlebury 
with channels containing fluid to obtain the function of the fluid to 
form a pattern as disclosed by Anderson et al . 



Application/Control Number: 09/929,736 Page 9 

Art Unit: 1651 

Response to Arguments 

Applicants' arguments are moot in view of the Scant lebury 
reference that replaces Maracas et al . Scantlebury discloses a 
diaphragm (stamp) that is convex before changing its dimensions to 
5 contact an article to which a pattern is transferred. 

Conclusion 

Claims 33-36, 116-119, 122 and 123 are free of the prior art. 
Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David M. Naff 
10 whose telephone number is 571-272-0920. The examiner can normally be 
reached on Monday- Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Mike Wityshyn can be reached on 571-272- 
0926. The fax phone number for the organization where this 
15 application or proceeding is assigned is 571-273-8300. 



20 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http: //pair- 
direct .uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . j 




David M. Naff 
Primary Examiner 
Art Unit 1651 



DMN 

3/18/06 



